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: REMARKS 

':. . liiiconsii^erationoflh^ application Is respectfully roques^^^ 

responsive remarks. For the lixaminer's convenience and rcfctctice, Applicant's remarks arc 
presented in ihc order in which the corresponding issues were raised in the Office Action, 
dalcd Soplcmbcr 28, 2007. 
, ' . In the Office Action of 55eptcniber 28, 2007, the following actions were taken: 

' . ; (I) Clainus K2, 4-7, 8-12, and 27-28 were rejected under 35 U.S.C, § 103(a) as 
being unphtontablc over Japanese Pat. No. 63-061065 (hercijiaftcr 'Tenter') in view of U.S. 
..^ Pub. No, 2003/0226474 (hereinafter ^'Mummen"); 

: (2) Claims 3 piul 8 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Penlel in view ofMammcn and further in view of U.S. Pat. No, 5,279,652 (hereinafter 
VKaiifmana"); 

* (3) Claims 13-18 and 29-30 were rejected under 35 U.S.C. § 103(a) as being 

^ ' .unpatentable over Manunon in vicwof Pentel and Kaiifmann; and 

(4) Claims 1 9-26 and 3 1 -32 were rejecled under 35 U.S.C. § 1 03(a) as being 
^; ujij>a{entable over Mammen in view of Pcntcl and Kaufmann. 

It is respectfully siibniilted tliat the presently pending claims be allowed based on tlic 
' I'cntarks below. 

Beieciions Vmkr 3 5 U,S.C\J W3 
! 'Ilto Examiner ha^ rejected claims 1 -32 U.S.C, § 1 03(a) as being unpatentable over 
ficveral references. 

' ; The Applicant does not deem it necessary to recite the entire cose law standard 

required in order U> establish ayj/7/f?^yac/e case of obv^^^^ Howevo, Applicant, would 
like to briefly remind the Examiner of the required three criteria for a j^rima facie case of 
/ ; . obviousness, namely lhat tlic asserted references as modified or combined must: 1 ) teach or 
\\ SUBgcsl each and every elcnr>enl of the claimed invention; 2) provide suflicicnt motivation for 
the modification or combination asserted; and 3) provide a sufficient likelihood of 
' ; .{ ' / ?jnccessfuHy making Ihc modification or combination. Nothing in the recent KSR Supreme 
C-ijurl case changes this basic analysis. 
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With the above background in mind, tlic Applicant contends that a prima facie case of 
- ■ • obviousness with rcspccMo pending claims has not been established. Specifically, the 

references do not provide each '4nd every element of the present claim set and/or sufTicicnt 
(e£)ehing:? in order to arrive at Applicant's claimed invention. Further, Applicant contends 
' ' • that the combination of references is based on liindsight. Tliereforc, without kno^vledgc of 
' ' . the disclosure of the present invention, one of ordinary skill in the art would not be able to 
... inake the combinations proposed to anivc at the claimed invention. 

Emphasis on the independent claims is provided herein, as the Applicant asserts that 
. (hesc elain^s are all patcntably distinct over the prior arL Specifically, the Examiner has 
rejected claiins 1-32 as being obvious in view various combinations of prior an, each of 
which includes at least two of the following references: Pentcl, Mammcn, and Kaufmann. 
• • ' ri<us, a brief discussion these references arc believed to be in order. 

Pcntcl 

The Kxamincr references a hiehlightcr ink composition from the Pentcl abstract. The 
\ * Pcplcl abstract (English Iranslation) suggests that the purpose of the composition is to keep a 
highlighter pen lip *^slighlly diying" "even if the cap is kept removed for a long tunc." (see 
. ^ Aljstract). 11icabslractdoosnoldiscloscanypurix)seorintcntlhatUieinvcnlion was to 

, ' \ reduce smearing of highlighted hnages, nor docs it provide any results or teachmgs that it 
; would indicate reduction of smear. I'hc Plxaminer references the composition as containing 

a) a coloring material; b) an organic solvent; and c) an acid compound (including ascorbic 
• • acid). ITowcvcrJ^cnlel does not appear to disclose the luse of a higliliglitcrcoloraiit that is an 
. *. acid-functionalizcd pigment or a fluorescent colorant as required by the present invention. 
. ' ' Addiiionnlly, evcii though Pentcl discloses the compound ^'ascorbic acid/' Pentel docs not use 
Ihi.? compound as an acid buffer* 

... , ' . Mammen 

. ' ' Mammen leaches a snicar-resi$(ant ink composition comprising water, a glycol, a 
' ; pyrrolidone, ami a colorant tliat produces a detectable lluoresccnt color. See Abstract. 
' . : . . . Mcjmmen loaches that ''the ink compodtion can further comprise a basic color stabilizer to 
\ ' : adjust the pH and keep the pi f relatively alkaline range in order to ensure that the dyes used 
rytain their color*" Sec [01 02], 1 hercforc, Mammen does not utilize an acid buffer as 
described and claimed by ihc Applicant. 
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Kaufmann 

Kaiifmann Icnchcs ihc addition of an anti-blocking additive to a marking fluid to keep 
tlie marker tip from drying out. See abstract. Specifically, Kaufmann claims its invention is 
"direc ted to the use of solids as anti-blocking additives in common marking fluids ... to 
provide a protecting and the evaporation hindering closure of the open, unprotected and 
unused copilUiry oullct opening." Sec col. 1, lines 9-14. Kaulmanii defines the problem as 
"Uic capiilary opening" becomes "•clogged or plugged due to the drying of the marking fluid," 
See col. 1 , lines 20-22. The sol ution requires an anli-bJocking additive that "has the ability to 
' crystallize out of the solvent" so lliat a "liquid crystalline to solid boundary [formsl 

hindcr[ing] the cvaporaiioji of the solvent marking fluid" Sec col. 2, lines 20-22; col. 3, lines 
12-14. Kaufmiuin discloses that pne anti- blocking appnt can be an organic acid, including 
succinic acid, See col. 4, Hncs 43-45, 63. 

Claims l~32 

The lixaminer has rejected claims 1-32 as being unpatentable over various 
;, combinations orK'mQljMnmmon, and Kaufmann. 

The Kxaminor has used Penlcl as a primary reference in combination with Mammcn 
in rcjcclliit! claims U2, 4-7, 9-12, and 27-28. The Examiner identifies that Penlel lacks the 
Utaching of (1) highlighter colorant is an acid functionalized pigment or a fluorescent 
colorant, (2) wucr or dicthylenc glycol as a liquid vehicle, and (3) Acid Blue 9 as a 
highlighter colorant. 

The Examiner combine!? l>enlci with Mammcn to address the three deficiencies; 
specifically, the lluorcsccnl colorant, water or dicthylenc glycol, and the Acid Blue 9. 
l^owevcr, the combination of Penlcl wtd Mammcn does not teach an acid buffer having a pKa 
front about 2 to about 6 in combination with a highlighter colorant that is an acid- 
functional i/cd pigment or a fluorescent colorant 

Specifically, Penlcl di.scloses a compound that is "a specific ascorbic acid derivative" 
■ .in a range frt^ni 0.5 wt% to 3 wt%. Pcntcl never mentions for what purpose the compound is 
twed. 'ITjere is absokitcbi ao. fi>r what purpose or for what function the ascorbic acid 
derivative is used. The only infomiation provided is that the purpose of the invention i.s to 
j keep the pen point slightly drying. As such. Pcntel does not disclose or teach the clement of a 

coinpound that is formulated with a cojnpositiou as a whole which acts as an.acid buffer. The 
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, : ; * fact thai nscorbic acid muY bo used as an acid bufler docs not provide prima facie evidence 
} . , ihnt llic ascorbic acid is in laci an acid buffer. Jn facl, since Pcntcl discloses an equivalent 
' ; r • compound, magnOisiuni soil oJ' ascorbic acid, ai; <m appropriate ascorbic acid derivative, which 
P-P.^ild not be used as an acid bu ITor, the disclosed list infers that the ascorbic acid deri vative is 
■ nol being used as an ac id bufle r. 
!' The Kxamincr has previously responded to the above argument, alleging that as long 

as the reference contains ihc san^o chemicals, it works the same and "solves the same 
' ii ' purpose/' However, such a asscilion docs not represent an accivatc restatement of the law in 
. . this area. In the chemical arts, a compound may function in one way in one composition and 
. : ; in anolhcT manner in second composition, depending on how tlie ingredients arc put together. 
. . ' Specitieally, in this case, the compositioas do not contain the same elements for the same 

. purposes. Second, the disclosure ofa chemical in a composilion must be considered in terms 
of the luncl lonali ty of the chemical, because a chemical can be used fot vastly different 
;. ; purj^oses. Vox example, boric acid can be used as a cross-linking agent for polymers or as a 
/. . biisc-ncutrahVxT, As such, if boric acid is used as a cross-linker, it is consimicd during the 
;: ' . , cross-] inlcing fcaction and then cimnot be used to neutralize a base. Therefore, a single 
obemical can be used in vastly di ffcront purposes, and such context must be taken into 
' considcraliun wiien conibining tefcrcjiccs. This is especially true in the present case, since 
. ' the disclosure of Pentel is lacking, and since what is disclosed by Pentel seems to indicate 
that the purpose of the acid is ngi as a buffer. In fact, Pentel may very well use the "spccilic 
ascorbic acid derivative" as a (hia crystal membrane to keep the tip from drying out, similar 
f ' to the mechanism disclosed by Kauffman, please sec the detailed argument below. As such, 
• if the acid is used a lliin cryslul membrane, the acid leaves the solvent and becomes a solid. 
; ; ' . Such a phase change would p revent Iho acid from actively stabilixing tlic marking lluid and 
• preventing smear, 

FurUicr,Mammen leaches away from the addition of acids. As previously discussed, 
. : ; '/ ' Mi-UTimcn explicitly stales that the pTI may be adjusted in aii alkalino range. Thus, the 
* ; I . Ai)plicant contends that the combination ofPcnicl and Mainmcn with or without Kaufman 
1 : • : • hnpropcr. A proper 103 rejection must provide a combination of references that would give a 
■ 1 ^ . IlkelLhjL^llJ^lf syce at achieving the present invention. In this case. Mammon could not be 
► I , : 'f • crimbincd with any acid-containing highlighter ink composition, since Mammen specifically 

J « / tcache.s away from such compositions. Specifically, Mammen slates *'tl^e ink composition 
' . . i. , can further comprise l\ basic color slabilizer lo adjust the pH and keep the pH relatively 
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I ' . Mk^JiaQ fringe in oi dcr \o ensure that the dyes used retain their color" (underlining added), 
, Sue [0102], 

. / ; . • An the Applicam has i\niscd the issue oflcachingtway, the Applicant would like to 

, • , . review the current case law regarding teaching away for the Examiner*s convenience. The 

.C:oiirL of Appeals for the Feden^I Circuit has clearly stated that "an applicant may rebut a 
' • prima facie caiic u f obviousness by showing ihnt the prior art teaches ^way Trom the claimed 
invenlion in any material respect/' In re P etersen, 315 F.3d 1325, 1331 (Fed. Cir. 2003). The 
•Court has also stjilcd thai *'[w]e have noted elscwhcnj, as a 'useful general rule/ that 
« rcrcvcnccs that loach away cann ot sci-yc to create a ptima facie case of obviousness." 
, . , • (emphasis added) McCiin lcv v, Franklin Spoils, Inc., 262 R3d 1339, 1354 (Fed. Cir. 2001), 
In identifying the appropriate standard for leaching away, the Court has further staled: 

"A refercnipc may be said to teach away when a person of ordintuy skill, upon 
reading the reference, would he discouraged from following Ihc path set out 
• : . in the reference, or would be led in a direction divergent from the path that 

• ' was takcT! by the applicant, I1ic degree of teaching away will of course 

depend on tlie pnrlicular facts; in general, u reference will teach away if It 
SMRgcsls that the line of devclopmcnl flowing from the reference's disclosure 
is unlikely (o be productive of the result sought by the applicant." (emphasis 
' • added) In re Gurley, 27 F.3d S51 . 553 (Fed. Cir. 1994). 

. In the present case, a person of ordinary slcill in the art would be discouraged from 

adding a composition that contains acid, such as that described in Pcntcl, to Mammon's 
• . ' composition since Mammcn specifically states that the pll range ts adjusted in the alkaline 
rimge. liascd on Ihis explicit slaLcmcnt, Mummen leaches away from Pentel and Kaufmann 
as it would discourage a person of ordinary skill in the art to combine acid to a highlighter 
' ' \ ' composition and since it requires that the pTI range of the highlighter composition should be 
b asic , 

AddilioJially, it is worth noting that the order of the combination is not a factor in the 
current case law regarding leaching away. Specifically, the Applicant contends that the case 
jay is valid regardless of whctlicv Mammcn is the primaiy reference or the secondary 
. ; ; ; ^ reference, as it still teaches away from allowing for the presence of acid, making the 
, combination improper. As such, the Applicant respeclf ally requests lhat the Examiner 
• . ' / . withdraw the present rejections. 

' i' 
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• ' ■ 'lli^^Bxomincrha^ used Penlel as a prirnary reference in com 

' : ' * ill further view orKaufmarm in rcjccling claims 3 and 8. The Rxamincr has admitted that the 
: , combination of Pcntcl md Mammen docs not disclose the elements Uiat tlic acid buffer is 

succinie acid and that the colorant is an acid functionalizcd pigments The Examiner has used 
Kaiifmann to addresj^ these admitted deJiciencics. 

However, a close inspection of the present references reveals that the u$c of an acid 
huricr is not prefjeal in either Fcutel or Kaufmann. Specifically, as discussed above, Pcntcl 
' , 'docs not disclose an acid bu (Tor but rather ''a specific ascorbic acid derivative" in a range 
from 0,5 wl% (o 3 wt%. Regardless of Pcntel's lack of teaching, the combination of Pentel 
and Kaufmann is clearly improper since Pentel requires the use of specific ascorbic acid 
derivative,*' llie lixaiiiiner is attempting to improperly substitute a specific ascorbic acid 
derivative whh succinic acid. The s uccinic acid of Kaufmann is not a specific ascorb ic acid 
dcfivative, and as $uch, tlic subslitulion is improper. 

Furthermore, Kaufmann docs not use succinic acid as an acid buffer, Even though the 
Exiuiunor is altcmpting to use succinic acid to fulfill the acid buffer element, Kaufmann 
. specifically states that succinic„aci_d is an a nti-blocl^ing aac nt. Jn other words, Kaufmann 
• describes an "antiblocking additive or solid" having an "ability to form crystals during the 

crystallisation [sicj process at or in, respectively, the capillary outlet opening in the solvent or 
solvent mixture employed" fonning a "liquid crystalline to solid crystalline botmdaiy 
hindcrting] the evaporation of the solvent ofthc marking fluid." See col. 3, lines 3-14; col. 4, 
line 43. Kaufmann further states that the anti-blocking agent or solid can be "an inorganic 
salt, an organic acjd or a derivative thcitiof, an amino acid or a derivative thereof, an 
} Lsocyclic, polycyclic or helcrocycUc compound or a derivative thereof, a sugar or a sugar 

alcohol or a derivative thcrv^of, urea ox a derivative thereof or a sulfur compound." Sec col. 4, 
lines 44-50. Clearly, anti-blocking agents are not interchangeable with acid buffers since 
sugar alcohols, urea, cyclic amipounds, inorganic salts, and amino acids cannot be used as 
' acid buffers. The Hxaminer is altcmpLing to use an anti-blocking agent as an acid buffer; 
• : ' . • however^ such a use is improper as these uses are jM equivalent. The mere disclosure of a 

compound does not establish n prwm facie case of obviousness. The Examiner must first 
; J ; show that an acid buffer is pre sent in a reference and then must show tliat the acid buffer can 
; j ; . ; . hq PJCH^erJ^iXimW^^^ wi1li an additional reference. Tlie Examiner has not shown the 

• existence of an acid buffer in Pcniel or Kaufmann. Additionally, the Examiner has not shown 
. ' ' •:. , : that Kaufmann and Pcntcl can be properly combined. As such, the Applicant submits that the 
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:• pjcscnl combination docs not tcctch each and every elcmcnl of claim 3 and rcspeclfiiUy 

. . '. .. , requests thai the iixaniiiicr withdraw the present rejection. 

■ ■ • Additionally, the Bxamincr has alleged that Kaufnianji discloses an acid- 

functional izcd pigment. The FAiuniiier ^J)tes to col. 9, lines 40-50 of Kaufmajin; however, 
even though the passage generally mentions inks having pigments, lines 48-49 explicitly state 
Hint addiiioiial dyes may be present. As such, it is unclear if the highlighter colorant is a dye 
or pigmcni, J lowever, even thought tlic Applicant contends that ihe specific teaching of a 
highlighter colorant as a pi gmeut has not been taught by Kattfraaim, the Applicant notes tlial 
the claim clement is an acid-fungtio nali/ed pipmcnt. Such an clement is clearly not taught by 
Kaufmann. 'ilic Applicant directs the lixaminer to the Examples which, for the most part, 
identify the colorant xs a dye. I lowcver, the Applicant notes that even though I-itamplcs 1-4 
, ;, ' and 6 Identify the colorant as a dye and list sijccific dyes (including Direct Blue 199, Acid 
... Blue 9.3, Solvent Red 122, and Solvent IJlack 3), Example 5 lists Pigment Red 1 12. Even so, 
;i ' ; such a disclosure, at most, leaches the use of a pigment in the highlighter composition but 
• . . docs «ot knch an acid-fune tionuli/cd pigment as recited in claim 8. As such, the Applicant 
•submi Is that the present combi)iation <loes not teach each and every clement of claim 8 and 
. ■ respectfully rcqucsLs that the Examiner withdraw the present rejection. 

The Examiner has rejected claims 13-26 and 29-32 tising Mammen as the primary 
reference. However, these rejections only use ttic 3 references discussed above. As such, the 
Appl icanl renews the above arguments with respect to these claims. Spcciilcally, the 
Exatniner has not .shown that ihcsc references, alone or in combination, teach an acid buffer, 
leach that Ihe acid buffer is succinic acid, or teach that the colorant is an acid-functionalized 
; , pigracnt. Eurlhcrmorc, the Applicants submit thai the present combination of references is 
improper as Mainmen explicitly tcaclies away from the use of acids. 
■ '! . •■; , Additionally, the Applicant would Hke to specifically address tlie rejections to 
• • .. claims28, 30, and 32, where the acid buffer furtlicr includes a weak base. ITie 
; .; . ,' ; 'f'-'^''^'^^''^^'' has .seemingly relied upon Pentel in rejecting these claims. However, as 
• • ; previously discussed, Peniel docs not disclose an acid buffer at all . Even if the 

' " ^, F>>iumiacr reads Pcntcl as diJJClosing aji aoid buffer, the Jisliiig of derivatives in the 
* J*entel nU'^lract indicates the compounds lo bo equivalent and singular. Therefore, the 
■ .'.liinited teachings of Pcntc! do nol tccich an acid buffer further includinj; a weak base , 

^ ' , A,s such, the Applicant respectfully requests withdrawal of these rejections. 
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• As the Applicanl has shown that Uic vaiious combinations of Pentcl, Muramcn, and 

' Kaufmaim i\rc improper and that the combination does not teach each and every clement of 
the pending claim set, the Applicant respectfully asserts tliat the pending claim set is 
allowable. AddKionally, the Applicant submits that the present combination of references 
does not teach the additional clcmenl^ that the acid buffer further includes a weak base, tliat 
the hiehliyhtcr composition contain an acid flmctionalixed pigment, or that Ihe acid buffer be 
. succijiic acid. Therefore, the Applicant rcspcclfully requests that the Examiner lo reconsider 
(he pending claim sci in light of the argument presented herein. 

If the Rxaminer has any concerns that have not been addressed, the Applicant 
; respcclfully requests a detailed explanation of those concerns; enabling the Applicant to 
• provide an appropriate response. 



» ' I' 
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CONCLUSfQIV 

In view of the forcgoiny, llie Applicant submits thai claims 1 -32 present allowable 
suhject mailer and allownoce is rcspcciliilly requested. If any impediment to iJie allowance 
of these claims remains after consideration of the above remarks, and such impediment could 
he icmoved during a telephone interview, the Rxamincr Js invited to telephone Ihc 
undci-signert adorncy ai (801) 566-6633 so thai such issues may be resolved as expeditiously 
OS possible. 

Please charge any JuJditionnl fees except for Issue Fee or credit any overpayment to 
J)c'posit Account No> 08-2025. 

Dated this 20"' day ol" December, 2007. 

Respectfully submitted. 




for Applicant 
llegislration No. 44,266 

THQRPIi NORTH & WBS ITiRN, LLP 
8180 South 700 East, Suite 200 
Sandy, Utah 84070 
(801) 566-6633 

On Behalf Of: 
IIliWLFJT-PACKARD COMPANY 
Intellectual Property Administration 
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Fort Collins, Colorado 80527-2400 
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